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Qpi nion by Cissel, Adm nistrative Trademark Judge:

No. 11

Law

On Dec. 3, 1998, applicant filed the above-referenced

application to register the mark shown bel ow,

whi ch applicant described in its application as

“U(Stylized),” on the Principal Register for “eyegl asses

and sungl asses, and | enses, frames, and cases therefor,”

Class 9. The basis for the application was applicant’s

in
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assertion that it possessed a bona fide intention to use
the mark in conmerce on these goods.

The Exami ning Attorney refused registration under
Section 2(d) of the Lanham Act on the ground that if
applicant were to use the mark it seeks to register in
connection wth the goods specified in the application, it
woul d so resenbl e four registered trademarks that confusion
woul d be likely. He subsequently withdrew the refusal to
regi ster based on one of these registrations, but
mai nt ai ned the refusal to register based on the other
three, all of which are owned by the sane entity, Bausch &
Lonb Inc., a New York corporation. The three registered
mar ks whi ch the Exam ning Attorney contends constitute bars
to registration of applicant’s mark are ”U,”D“UG,”EI and
“w. "B The goods identified in each of the cited
registrations are “contact lenses,” in Cass 9.

Applicant responded to the refusal to register with
argunent that confusion would not be likely between the

mark it seeks to register and any of the marks in the three

! Reg. No. 1,242,614, issued on the Principal Register on
Septenber 21, 1981; Conbined affidavit under Sections 8 and 15
accepted and received

2 Reg. No. 1,242,615, issued on the Principal Register on June

21, 1983; Conbined affidavit under Sections 8 and 15 accepted and
recei ved.

3 Reg. No. 1,242,616, issued on the Principal Register on June

21, 1983; Conbined affidavit under Sections 8 and 15 accepted and
recei ved.
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cited Bausch & Lonb registrations. 1In addition to arguing
that its stylized presentation of the letter “U differs in
appearance fromthe typed version of the letter “U which
the cited regi stered marks consi st of or include, applicant
stated that it had obtained a copy of the file wapper for
the Bausch & Lonb registration of the “U mark (Reg. No.
1,242,614), and that the file shows that registration was
initially refused in that case because of a prior
registration of a “fanciful depiction of the letter U in
connection with “lenses, franmes, nountings, and parts
thereof.”EI Applicant quoted fromthe argunent Bausch & Lonb
made to the Exam ning Attorney in that application against
the refusal to register. Based on the record in that case,
appl i cant herein contended that the Exam ning Attorney

t here nust have concluded that contact |enses and frames
and ophthal mc lenses do not travel in the sane channel s of
trade, and that this fact, conbined with the distinctions
between the registered fanciful “U in that case and the

“U that Bausch & Lonb sought to register there were

* Reg. No. 786,394, issued to Univis, Inc. on March 9, 1965.

Al t hough a copy of this registration was not subnitted by
applicant until the filing of its brief, and therefore was not
timely submtted under Tradenmark Rule 2.142(d) of the Trademark
Rul es of Practice, we have considered it because the Exam ning
Attorney treated it as if it were of record
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sufficient to make confusion unlikely.

The Exam ning Attorney in the instant case was not
per suaded by applicant’s argunents, however, and in his
second O fice Action, he nade the refusal to register final
based on his conclusions that applicant’s mark is virtually
identical to one of the cited registered marks and quite
simlar to the other two, and that eyegl asses, sungl asses,
| enses, frames and cases for themare closely related to
contact | enses.

In support of this conclusion, he submtted copies of
many third-party registrations which Iist both contact
| enses and eyegl asses as the goods in connection wi th which
the marks are registered, along with excerpts retrieved
fromthe Nexis database of published articles. The
excerpts state that Bausch & Lonb nakes both eyegl asses and
contact | enses, and that eyeglasses and contact |enses are
sold to the public by ophthal nol ogi sts and optonetrists, as
well as to |licensed eyecare professionals over the
| nt er net.

Applicant tinely filed a Notice of Appeal and an
appeal brief. The Exam ning Attorney filed his brief on
appeal, and applicant filed a reply brief, but no oral

hearing before the Board was request ed.
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Based on careful consideration of the record and
argunments before us, we find that the refusal to register
is well taken.

In the case of Inre E. |I. DuPont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973), the predecessor to
our primary review ng court set out the factors to be
considered in determ ning whet her confusion is |ikely.
Chi ef anong these factors are the simlarity of the marks
as to appearance, pronunciation, neaning and comrerci al
i npression, and the simlarity of the goods as set forth in
the application and registration, respectively.

In the case at hand, the record shows that the goods
set forth in the application are closely related to the
goods listed in the cited registrations, and the nmark
applicant seeks to register is virtually identical to one
of the cited registered marks, “U,” and creates a
comercial inpression which is simlar to those engendered
by the other two cited registered marks, “U3” and “WU4,” so
use of applicant’s mark in connection with such rel ated
products would be likely to cause confusion.

Turning first to consideration of the rel atedness of
the goods in the registrations and the goods identified in
the application, although sone of the third-party

regi strations submtted by the Exam ning Attorney were
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regi stered under Section 44 of the Act, many are based on
use in commerce. These registrations, which list both
contact | enses and eyegl asses, tend to show that these
goods may emanate froma single source. In re Albert
Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993); In re Micky
Duck Co., 6 USPQ2d 1467 (TTAB 1988). The excerpt fromthe
interviewwith registrant’s Chief Executive Oficer which
was provided by the Exam ning Attorney indicates that the
public has been exposed to the notion that the owner of the
cited registration manufactures both contact |enses and
eyegl asses. The other excerpted articles indicate simlar
exposure to the idea that optonetrists and opht hal nol ogi sts
di spense both contact | enses and eyegl asses, and that both
products are sold to such eyecare professionals over the
Internet for subsequent resale to the public. Contact
| enses and eyegl asses obviously are used by the sane
peopl e, ordinary consunmers, for the sane purpose, to
correct vision. The goods set forth in the application are
closely related to the goods identified in the cited
regi strations.

Applicant’s contention that the argunments made by the
owner of the cited registration in its application to
register the cited “U mark are binding on the Patent and

Trademark O fice in the instant case is not well taken for
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several reasons. In this proceeding, which is an ex parte
appeal fromthe refusal to register the mark of Utopia
Optics LLP, Bausch & Lonb’s argunent in another application
with respect to another, different, stylized “U, " which was
registered to an entity unrelated either the applicant in
the instant proceeding or to Bausch & Lonb, plainly does
not have the effect, as argued by applicant, of sonmehow
constituting an estoppel against Bausch & Lonb, which is

al so not a party to this proceeding. The propriety of the
registration of the cited mark is not before us in this
appeal. It is well settled that the Board is not bound by
prior decisions of Exam ning Attorneys to register other
mar ks, and that each case before us nust be resolved on its
own record and nerits. In re Nett Designs, Inc., 236 F.3d
1339, 57 USPQ2d 1564 (Fed. Cir. 2001).

In the instant case, notw thstanding applicant’s
argunment to the contrary, applicant’s mark, which is a
stylized letter “U,” is virtually the sane as the
registered mark “U.” Although applicant’s mark is
presented in special form the stylization is not so
distinctive as to create a commercial inpression which is
substantially different fromthat created by the typed
version of the letter in the cited registration, such that

purchasers are likely to believe that the goods bearing the
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two marks conme froma different source. Mreover, as

poi nted out by the Exam ning Attorney, the protection
accorded to a mark registered in typed formextends to al
reasonabl e depictions of that mark, and in this case, would
include a presentation of the letter “U in the style in
whi ch applicant intends to use it. Plus Products v. Vita
Plus, Inc., 220 USPQ 922 (TTAB 1983).

In view of the close simlarity between the registered
mark “U’ and the mark applicant seeks to register, their
use on the closely related goods set forth in the
regi stration and application, respectively, would be |ikely
to cause confusion.

Applicant’s stylized “U is also simlar to the other
two registered marks, “U3” and “U4,” cited as bars to
registration. Although the registered marks al so contain
t he nunbers “3” and “4,” when the marks are considered in
their entireties, applicant’s nmark and the cited marks
create simlar comrercial inpressions. The nunbers would
| i kel y be understood as indications of different nodels, or
as indications of different features, of “U brand contact
| enses. In view of the established relationship between
the goods in these registrations and the goods set forth in

the application and the simlarities between these marks
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and the mark applicant seeks to register, confusion would

be likely.

Decision: The refusals to register under Section 2(d)

are affirnmed.



Ser

No. 75/599, 276

10



